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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

The two pending claims recite a photoreceptor (claim 2) and an apparatus containing a 
photoreceptor (claim 1). The photoreceptor is defined as being for use in an apparatus having a 
resolution of at least 1200 dpi, and the apparatus has such a resolution. The photoreceptor in 
each claim has a charge generation layer and a charge transport layer. The charge transport 
layer has a thickness of greater than 25 ^m. The photoreceptor is also defined in relationship 
(1 ) by the product of the peripheral speed of the photoreceptor (V), the contact angle of the 
photoreceptor to pure water (A), and the thickness of the photoreceptor (T). 

A photoreceptor is an article, which as seen in the claims, has certain layer components. 
An apparatus is defined by its structural components (see MPEP 21 14 & 21 15). The claims 
attempt to define the photoreceptor and apparatus based on the manner in which the 
photoreceptor is used, specifically by a relationship involving rotation of the photoreceptor. The 
movement of the photoreceptor does not provide a definite limitation to the claimed relationship 
because the peripheral speed of rotation can be arbitrarily chosen to any value desired. 
Because any value can be used for the peripheral speed, the artisan theoretically could find 
photoreceptors with set combinations of A and T that both fall in and outside the scope of the 
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claims depending on how fast the photoreceptor is rotated. For example, Kawamura in US 
Patent 6,548,216 discloses a photoreceptor in Example 1 having a charge generation layer and 
a charge transport layer coated on an aluminum drum. The charge transport layer has a 
thickness of 30 pm ± 1 pm. The reference discloses a contact angle with pure water of 85° to 
140 ° (col. 20, 1. 16-36). Substituting these values into the relationship (1) gives: 

V 01 x A x T 02 < 270 
V 01 x 85 x 30° 2 < 270 
V 01 x 167.8 < 270 

Solving for V, gives 

V 01 < 102.2 
V< 1.2431 x 10 20 mm/sec 

Any peripheral rotation speed below 1.2431 x 10 20 mm/sec would permit the 
photoreceptor to fall within the scope of the claims. Any peripheral speed at or above this value 
would not permit the photoreceptor to fall within the scope of the claims. Thus, the same 
photoreceptor can fall within and outside the scope of the claims depending on what speed the 
artisan later decides to rotate it. The claims are indefinite because they are dependent on an 
arbitrary manipulative step. 

Further, if the claims are limited to the photoreceptor and the apparatus only when it is 
being rotated, then the claims are indefinite for the reasons given in MPEP 2173.05(p). As 
stated there, "A single claim which claims both an apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. 112, second paragraph. In Ex parte Lye//, 17 USPQ2d 
1548 (Bd. Pat. App. & Inter. 1990), a claim directed to an automatic transmission workstand and 
the method steps of using it was held to be ambiguous and properly rejected under 35 U.S.C. 
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1 12, second paragraph." The instant claims would be indefinite because they would only limit 
the photoreceptor and apparatus when the photoreceptor is being rotated (a method step). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by Kawamura 
etal. in US Patent 6,548,216. 

As noted above, Kawamura discloses a photoreceptor in Example 1 having a charge 
generation layer and a charge transport layer coated on an aluminum drum. The charge 
transport layer has a thickness of 30 pm ± 1 pm. The reference discloses a contact angle with 
pure water of 85° to 140 ° (col. 20, 1. 16-36). Figure 6 shows the reference's photoreceptor in an 
image forming apparatus with processing components surrounding the photoreceptor (col. 30, 1. 
7 - col. 31 , 1. 12). The reference is specifically concerned with obtaining resolution of 1200 dpi 
and 2400 dpi (col. 2, 1. 53-62). 

Because Kawamura's photoreceptor has the requisite layers and charge transport layer 
thickness, as well as a water contact angle disclosed in the specification as effective (for 
example, see Tables 9 and 10 on page 13) and a resolution at the same dpi as the instant 
specification and claims, it appears that Kawamura identically discloses photoreceptors and 
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imaging apparatuses within the scope of the claims. Furthermore, given the indefiniteness of 
the instant claims with respect to the process limitation (i.e., peripheral speed) the claims 
appear to include the photoreceptors of Kawamura for at least some speeds (see discussion 
under section 112, second paragraph, rejection above). 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The applied art discloses various photoreceptors with charge transport layers having 
a thickness of greater than 25 pm. It appears that the applied Kawamura reference is closer to 
the claimed invention than the cited but unapplied art. However, this art will be reviewed again 
when the issues under section 112, second paragraph, are resolved. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Christopher RoDee whose telephone number is 571-272-1388. The 
examiner can normally be reached on most weekdays from 6:00 to 4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Huff can be reached on 571-272-1385. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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